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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 3-4, 8, 11 and 13-14 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Tohki ('958). 

Regarding claim 1, Tohki ('958) discloses an image forming apparatus 
(image output apparatus, See Figure 1) that includes a holding portion (image 
storage means, See Figure 1, Element 100) holding obtained image data (storing 
the image data that is to be outputted, See Col. 3, Line 54-58), an image-related 
information producing portion producing image-related information related to the 
image data (user is able to select different forms of output modes for the image 
data, See Col. 6, Line 56-62), an accepting portion accepting designation of a 
destination of the image-related information to be sent (user selects the output 
mode, such as "Scan to PC", which scans and saves the document as well as 
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import it to the PC, See Col. 7, Line 1-3), a sending portion sending the image- 
related information to an external device at the designated destination (the image 
is imported to the PC from the image output apparatus, See Col. 7, Line 1-3), a 
receiving portion receiving output form instruction information related to the 
image data from the external device (the PC instructs to save and print out the 
file data, See Col. 10, Line 8-13, and transmits the image data to the image 
output apparatus, See Col. 10, Line 14-17), and an image forming portion 
forming image data for outputting from the image data held by the holding portion 
based on the output form instruction information (once the instruct printing is 
transmitted, the image data is printed out, See Col. 10, Line 15-18). 

Regarding claim 3, Tohki ('958) discloses the receiving portion receives as 
an output form the output form instruction information instructing the print output 
of the image data (receives an instruction for the printing of the image data, See 
Col. 10, Line 14-18). 

Regarding claim 4, Tohki ('958) discloses the image data is obtained by 
scanning each document forming a document group (the scanner reads the 
image data, See Figure 1, Element 6; Col. 4, Line 21-23), the image-related 
information producing portion produces the image-related information for each 
document (the user selects the output mode for the designated image data, See 
Col. 6, Line 56-65), and the receiving portion receives the output form instruction 
information instructing an output form for each of the documents (user instructs 
to save the data as well as transmitting the image data to be outputted, See Col. 
10, Line 8-18). 
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Regarding claim 8, Tohki ('958) discloses an image forming method that 
includes a storing step for storing the obtained image data in a storage device by 
an image forming apparatus (storing the image data that is to be outputted, See 
Col. 3, Line 54-58), an image-related information producing step of producing 
image-related information related to the image data in the image forming 
apparatus (user is able to select different forms of output modes for the image 
data, See Col. 6, Line 56-62), a designating step of designating to the image 
forming apparatus, a destination for the image-related information to be sent 
(user selects the output mode, such as "Scan to PC", which scans and saves the 
document as well as import it to the PC, See Col. 7, Line 1-3), an image-related 
information sending step for sending the image-related information to an image 
managing apparatus (PC) at the designated destination from the image forming 
apparatus (the image is imported to the PC from the image output apparatus, 
See Col. 7, Line 1-3), an image-related information displaying step for displaying 
in the image managing apparatus, the image-related information received from 
the image forming apparatus (See Figure 7), an output form instruction producing 
step of producing in the image managing apparatus, output form instruction 
information related to the image data (the PC instructs to save and print out the 
file data, See Col. 10, Line 8-13), an output form instruction information sending 
step of sending the output form instruction information from the image managing 
apparatus to the image forming apparatus (transmit the image data from the PC 
to the image output apparatus, See Col. 10, Line 14-17), and an image forming 
step of forming the image data for output from the image data stored in the 
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storage device based on the output form instruction information (once the instruct 
printing is transmitted, the image data is printed out, See Col. 10, Line 15-18). 

Regarding claim 11, Tohki ('958) discloses an image managing apparatus 
(PC, See Figure 1, Element 24) that includes a receiving portion receiving image- 
related information related to image data from the image forming apparatus 
(receives the image data from the image output apparatus, See Col. 7, Line 1-3), 
a display portion displaying the image-related information (See Figure 7), an 
output form instruction information producing portion producing output form 
instruction information instructing an output form of the image data held in the 
image forming apparatus based on the image-related information (the PC 
instructs to save and print out the file data, See Col. 10, Line 8-13), and a 
sending portion sending the output form instruction information to the image 
forming apparatus (transmits the image data to the image output apparatus, See 
Col. 10, Line 14-17). 

Regarding claim 13, Tohki ('958) discloses that the output form instruction 
information producing portion produces as an output form, the output form 
instruction information instructing the print output of the image data (instructs the 
printing of the image data, See Col. 10, Line 14-18). 

Regarding claim 14, Tohki ('958) discloses that the image data is obtained 
by scanning each of the documents forming a document group (the scanner 
reads the image data, See Figure 1, Element 6; CoL 4, Line 21-23), the image- 
related information received from the image forming apparatus includes the 
image-related information for each of the documents (the user selects the output 
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mode for the designated image data, See Col. 6, Line 56-65), and the output 
form instruction information producing portion produces the output form 
instruction information instructing an output form for each of the documents (user 
instructs to save the data as well as transmitting the image data to be outputted, 
See Figure 7; Col. 10, Line 8-18). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 2, 5-7, 9-10, 12 and 15-17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Tohki ('958) in view of Suzuki ('927). 

Regarding claim 2, Tohki ('958) does not disclose that the image-related 
information producing portion produces the image-related information that 
includes an abbreviated image prepared from a part of the image data. 

Suzuki ('927) discloses receiving an abbreviated image (reduced 
resolution image) from a part of the image data onto the display of the PC (See 
Col. 9, Line 8-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include producing an abbreviated image, such 
as the one disclosed within Suzuki ('927), and incorporate it into the image 
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forming apparatus of Tohki ('958) because it allows a user to preview and verify 
the image data prior to confirming and outputting it using the designated mode. 

Regarding claim 5, Tohki ('958) discloses an image forming apparatus 
(image output apparatus, See Figure 1) that includes a holding portion (image 
storage means, See Figure 1, Element 100) holding obtained image data (storing 
the image data that is to be outputted, See Col. 3, Line 54-58), and an accepting 
portion accepting a setting from an external device (a setting to save the file data 
or not, See Figure 7). 

Tohki ('958) does not disclose that the setting is related to an abbreviated 
image prepared from the image data, producing the abbreviated image using the 
image data based on the setting, and sending the abbreviated image to the 
external device. 

Suzuki ('927) discloses selecting the setting for the image data from an 
external device such that it is related to an abbreviated image (user designates 
where to output the image data based on the resolution, See Col. 8, Line 45-51), 
an abbreviated image producing portion producing the image based on the 
setting (the resolution is set in relation to where the image data is being 
outputted, See Col. 8, Line 52-Col. 9, Line 7), and using the sending portion for 
sending the abbreviated image to the external device (sent to the designated 
outputted location, See Col. 9, Line 8-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include setting an abbreviated image, such as 
the one disclosed by Suzuki 0927), and incorporate it into the image forming 
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apparatus of Tohki ('958) because it allows a user to set the resolution for the 
image data based on the selected outputting location rather than having it 
automatically chosen, which could further decrease the image quality. 

Regarding claim 6, Tohki ('958) does not disclose accepting the setting for 
designating a resolution of the abbreviated image. 

Suzuki ('927) discloses having the user setting the outputting location 
based on the resolution for outputting the image data (See Col. 8, Line 45-51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include setting an abbreviated image, such as 
the one disclosed by Suzuki ('927), and incorporate it into the image forming 
apparatus of Tohki ('958) because it allows a user to set the resolution for the 
image data based on the selected outputting location rather than having it 
automatically chosen, which could further decrease the image quality. 

Regarding claim 7, Tohki ('958) does not disclose that the setting is 
accepted by the accepting portion from the external device for designating a 
change of the abbreviated image. 

Suzuki ('927) discloses having the user setting a change for the resolution 
of the image data, such as the outputting location (See Col. 8, Line 45-51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include setting an abbreviated image, such as 
the one disclosed by Suzuki ('927), and incorporate it into the image forming 
apparatus of Tohki ('958) because it allows a user to set the resolution and 



Application/Control Number: Page 9 

10/721,595 

Art Unit: 2625 

location for the image data rather than having it automatically chosen, which 
could further decrease the image quality. 

Regarding claim 10, Tohki ('958) discloses an image forming method that 
includes a storing step for storing the obtained image data in a storage device by 
an image forming apparatus (storing the image data that is to be outputted, See 
Col. 3, Line 54-58), a first image producing and sending step of producing an 
image using the image data and sending it to the image managing apparatus 
(sends the image data to the PC, See Col. 7, Line 1-3), an instructing step of 
sending an instruction related to the first image from the image managing 
apparatus to the image forming apparatus (save the selected image data, and 
print the image data, See Figure 7; Col. 10, Line 8-18), and a second image 
producing and sending step for producing in the image forming apparatus, a 
second image to be substituted for the first image using the image data and 
sending the image (based on the user's instructions, the image data saves over 
the old data, and stored in the storage device as well as being outputted, as 
requested, See Col. 10, Line 8-18). 

Tohki ('958) does not disclose producing an abbreviated image using the 
image data and sending it to the image managing apparatus. 

Suzuki ('927) discloses producing an abbreviated image using the image 
data (See Col. 8, Line 52-Col. 9, Line 7) and sending it to the image managing 
apparatus (See Col. 8-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include producing an abbreviated image, such 
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as the one disclosed within Suzuki 0927), and incorporate it into the image 
forming apparatus of Tohki ('958) because it allows a user to preview and verify 
the image data prior to confirming and outputting it using the designated mode. 

Regarding claim 12, Tohki ('958) discloses an accepting portion for 
accepting an instruction operation using the image and performed by a user for 
an output form (PC receives the image data, and the user has the option whether 
to save the data as well as to instruct printing, See Col. 10, Line 8-18). 

Tohki ('958) does not disclose having the image-related information 
include an abbreviated image prepared from the image data and displaying the 
abbreviated image. 

Suzuki ('927) discloses receiving image-related information, such as an 
abbreviated image (reduced resolution image), from a part of the image data and 
display it on the PC (See Col. 9, Line 8-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include producing an abbreviated image, such 
as the one disclosed within Suzuki ('927), and incorporate it into the image 
forming apparatus of Tohki ('958) because it allows a user to preview and verify 
the image data prior to confirming and outputting it using the designated mode. 

Regarding claim 15, Tohki ('958) discloses an image managing apparatus 
(PC, See Figure 1, Element 24) that includes a receiving portion receiving image 
data from the image forming apparatus (receives the image data from the image 
output apparatus, See Col. 7, Line 1-3), and a sending portion sending 
instruction information to the image forming apparatus for providing an instruction 
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related to the image data (transmits the image data to the image output 
apparatus, See Col. 10, Line 14-17). 

Tohki ('958) does not disclose receiving an abbreviated image of the 
image data from the image forming apparatus. 

Suzuki ('927) discloses receiving an abbreviated image (reduced 
resolution image) from a part of the image data (See Col. 9, Line 8-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include producing an abbreviated image, such 
as the one disclosed within Suzuki 0927), and incorporate it into the image 
forming apparatus of Tohki ('958) because it allows a user to preview and verify 
the image data prior to confirming and sending the data back using the 
designated mode. 

Regarding claim 16, Tohki ('958) does not disclose designating a change 
of the abbreviated image. 

Suzuki ('927) discloses having the user setting a change for the resolution 
of the image data, such as the outputting location (See Col. 8, Line 45-51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include setting an abbreviated image, such as 
the one disclosed by Suzuki ('927), and incorporate it into the image forming 
apparatus of Tohki ('958) because it allows a user to set the resolution and 
location for the image data rather than having it automatically chosen, which 
could further decrease the image quality. 



Application/Control Number: Page 12 

10/721,595 

Art Unit: 2625 

Regarding claim 17, Tohki ('958) does not disclose an instruction for 
designating a resolution of the abbreviated image. 

Suzuki ('927) discloses having the user set an instruction for the outputting 
location based on the resolution for outputting the image data (See Col. 8, Line 
45-51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to include setting an abbreviated image, such as 
the one disclosed by Suzuki ('927), and incorporate it into the image forming 
apparatus of Tohki ('958) because it allows a user to set the resolution for the 
image data based on the selected outputting location rather than having it 
automatically chosen, which could further decrease the image quality. 

Regarding claim 9, the rationale provided in the rejection of claim 5 is 
incorporated herein. In addition, the image forming apparatus of claim 5 
corresponds to the image forming method of claim 9 and performs the steps 
disclosed herein. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is: Gann (Pub. # 20050031190) and Quintana (Pub. # 
20030231367). 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Vincent M. Rudolph whose telephone number 
is (571) 272-8243. The examiner can normally be reached on Monday through 
Friday 8 A.M. - 4:30 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Aung Moe can be reached on (571) 272-7314. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




Vincent M. Rudolph 
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